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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 2/22/10 (RCE) . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) |EI Claim(s) 1,2,4.5,8-10,12 and 17-20 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1.2.4.5.8-10.12 and 17-20 is/are rejected. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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1 . A request for continued examination (RCE) under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
February 22, 2010 has been entered. Claims 1, 2, 4, 5, 8-10, 12, and 17-20 are 
pending in this application. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1, 2, 4, 5, 8-10, 12, and 17-20 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Independent claim 1 (and thus all of the instant claims) requires that articles of the 
invention be formed of a bulk-solidifying amorphous alloy that is i) free from Ni, Al and Be, and 
ii) has a glass transition temperature lower than 400°C. The present specification does not set 
forth any specific examples of alloys including all of these features, and does not provide one 
with any particular guidance as to what alloy compositions would possess this particular 
combination of properties. The only possible description of the invention appears to be at pages 
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4-5 of the specification. The specification incorporates by reference a number of prior art 

documents, and states that those documents disclose "exemplary" materials of the invention. A 

careful review of those documents reveals very few embodiments that are "free from Ni, Al and 

Be" as claimed, and that those few embodiments have a glass transition temperature outside 

the range required by the instant claims. Thus, the examiner's position is that the specification 

as filed does not describe the invention as presently claimed. 

The examiner further notes the recent decision of the Federal Circuit in Ariad 

Pharmaceuticals et al. v. Eli Lilly (decided March 22, 2010, available online at 

http://www.cafc.uscoui1s.gov/opinions/08-1248.pdf ). In Ariad, the Court explains in detail the 

scope and purpose of the written description requirement in the statute. Ariad notes that: 

Although many original claims will satisfy the written description requirement, 
certain claims may not. For example, a generic claim may define the boundaries of a 
vast genus of chemical compounds, and yet the question may still remain whether the 
specification, including original claim language, demonstrates that the applicant has 
invented species sufficient to support a claim to a genus. The problem is especially 
acute with genus claims that use functional language to define the boundaries of a 
claimed genus. In such a case, the functional claim may simply claim a desired result, 
and may do so without describing species that achieve that result. But the specification 
must demonstrate that the applicant has made a generic invention that achieves the 
claimed result and do so by showing that the applicant has invented species sufficient to 
support a claim to the functionally-defined genus. {Ariad, p. 20) 



Applying this to the present case, the claims are directed to a genus of bulk-solidifying 
amorphous alloys. With the exception of claim 2, the claims do not even state what elements(s) 
should be present in such alloys, merely that certain elements are excluded. The claims then 
define a desired result, i.e. various properties including a glass transition temperature below a 
certain point. It cannot be seen from the specification what alloy compositions would possess 
all the features required by the invention. The various documents incorporated by reference in 
the specification may be said to give one skilled in the art guidance as to what compositions to 
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"try" to use in the invention, but these documents are directed to alloys made from numerous 
base metals and containing a wide variety of alloying elements within them. If we first eliminate 
from all of these possibilities alloys that contain Ni, Al or Be (which are excluded by the instant 
claims), then the question becomes what compositions (among this narrower group of choices) 
would give the result desired in the present invention, e.g. glass transition temperature. The 
answer, as best as the examiner can determine, is none of them. Every exemplary alloy 
disclosed in the incorporated documents, and for which a glass transition temperature is 
specified, either a) contains Ni, Al or Be, or b) has a glass transition temperature outside the 
claimed range. Therefore, the examiner's position is that Applicants have not demonstrated the 
existence of a single species meeting the requirements of the instant claims, let alone that they 
have invented species sufficient to support a claim to the functionally-defined genus. 
The Ariad decision goes on to state that: 

an adequate written description of a claimed genus requires more than a generic 
statement of an invention's boundaries, [citation omitted]. The patent at issue in Eli Lilly 
claimed a broad genus of cDNAs purporting to encode many different insulin molecules, 
and we held that its generic claim language to "vertebrate insulin cDNA" or "mammalian 
insulin cDNA" failed to describe the claimed genus because it did not distinguish the 
genus from other materials in any way except by function, i.e., by what the genes do, 
and thus provided "only a definition of a useful result rather than a definition of what 
achieves that result." [citation omitted] {Ariad, p. 21) 

Once again, in the present case the present specification and claims merely define a 

useful result-alloy compositions that have a desirable combination of properties. They do not 

define anything that achieves that result-no specific composition or range of compositions that 

actually possess the desired properties. 



4. Turning to Applicant's arguments filed with the present RCE, Applicant alleges 
that the structural chemical formulas recited on e.g. page 4 of the specification provide 
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an adequate generic description of the invention, and/or that a proper interpretation of at 
least two of the documents incorporated by reference in the specification would 
describe materials in accord with the claims. Applicant's arguments have been carefully 
considered, but are not persuasive of patentability because: 

a) The examiner's position is that the present situation vis-a-vis the generic 
formula is analogous to that considered in Ariad. While the claims in Ariad were 
directed to a method and the present claims are directed to products, in both cases the 
claims recite "a genus of materials achieving a stated useful result... But the 
specification does not disclose a variety of species that accomplish the 

result.... Thus... that specification fails to meet the written description requirement by 
describing only a generic invention that it purports to claim" (Ariad, p. 22). 

b) With respect to the incorporated documents (specifically, U.S. Patents 
5,618,359 and 5,735,975), Applicant provides a detailed account of how one could read 
those documents as supporting a claim to a composition lacking Ni, Al and Be. In the 
prior patents, Al and Zn are disclosed as alternative to each other and thus the Al 
amount could be zero, and similarly Ni and Co are disclosed as alternative to each other 
and thus the Ni amount could be zero. However, 

i) It has been held that a description that merely renders an invention obvious 
does not satisfy the written description requirement. See Lockwood v. American 
Airlines (107 F.3d 1565, 1571-72, Fed.Cir. 1997), and Regents of the University of 
California v. Eli Lilly (119 F.3d 1559, 1567, Fed.Cir. 1997), both quoted in Ariad at pp. 
25 and 34 respectively. 
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ii) Even if one reads those documents as rendering the alloy compositions as 
claimed obvious, this does not describe applicant's invention. Applicant's claimed 
invention involves a combination of an alloy composition and certain properties. 
Nothing in the '359 or '975 patents describes a material that both is lacking in three 
specific elements (at least one of which is present in every single exemplary 
embodiment in those patents) and which has a glass transition temperature in a certain 
range as presently claimed. 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Wyszomierski whose telephone number is (571) 
272-1252. The examiner can normally be reached on Monday thru Friday from 8:00 
a.m. to 4:30 p.m. Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number , (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 
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April 9, 2010 



